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Claims 1-27 are currently pending and under examination in this division of prior 
copending application no. 10/120,009. 

Claims 5-8, 12, 14, 22 and 24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 5 [and claims dependent thereon], 12, 14, 22 and 24 are indefinite due to 
improper Markush language in the recitations "selected from phenylcyclohexane ... or 
mixtures thereof; "selected from nylon 6 ... or high-density ... polyethylene" and 
"selected from poly(methylmethacrylate) ... or polystyrene". "Selected from the group 
consisting of ... and ..." is proper; see MPEP 2173.05(h). Appropriate correction is 
required. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 25-27 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over U.S. 4252969 to Broering et al or 
U.S. 5736621 to Simon et al. 

Claims 25-27 are drawn to articles produced by the process of claims 1 , 4 and 
15, respectively. 

Broering et al exemplify the preparation of polyethylene product in a reactor 
equipped with a cooling jacket through which a heat transfer fluid (Dowtherm) is 
circulated to maintain the temperature in the reactor at about 220°C (Examples 1 and 4- 
9) or in the range from 209° to 221 °C (Example 1 3). The product is generally described 
as a relatively high molecular weight polymer and is said to find use in the preparation 
of molded or formed shapes (col. 1 1 , lines 17-20). 

The polyethylene product of Broering et al is a species of the "temperature- 
sensitive polymer" from which the claimed articles are produced, according to 
applicants' definition of that expression (see, e.g., specification parags. [0016] and 
0022]). Furthermore, the patentees' product is manufactured at temperatures below 
those indicated herein as being detrimental to the quality of the produced articles (i.e., 
about 245°C; cf., parag. [0005]), and therefore would be expected to be of comparable 
quality to the claimed articles. 

Simon et al disclose the manufacture of (co)polyesters in a liquid heat transfer 
medium that is inert, free of aromatic structural groups and has a boiling point from 
200° to 320°C, particularly from 240° to 285°C (col. 1 , lines 6-9 and col. 5, lines 5-8). 
The manufacture of (co)polyesters employing mixtures of aliphatic hydrocarbons as 
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heat transfer medium is demonstrated; see the working examples in Table 1 . While the 
specific heat transfer mediums employed by Simon et al have boiling ranges that fall 
outside the boiling point range recited in claim 1 , the (co)polyester products are 
nonetheless characterized as of "very high quality" and "excellent purity" (col. 1, line 15 
and col. 4, lines 32-35), and polyesters are another species of "temperature-sensitive 
polymer" from which the instantly claimed articles can be made. 

Although neither reference teaches the use of a heat transfer fluid having a 
boiling point and a melting point as per claim 1 , this process difference is not 
necessarily determinative of patentability as to the ultimate products being claimed. 
This is especially true given that the prior art products are either manufactured at 
temperatures below 245°C (Broering et al) or described in terms of "very high quality" 
and "excellent purity" (Simon et al). 

Where, as here, a product-by-process claim is rejected over a prior art product 
that appears to be identical, although produced by a different process, the burden 
properly shifts to applicants to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marost\ 21 8 
USPQ 1 95 (Fed. Cir. 1 983). This is especially true given the lesser burden of proof on 
the Office in making out a case of prima facie obviousness for product-by-process 
claims, because of their peculiar nature (M.P.E.P. 21 1 3). 
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Claims 1 -4, 9-1 1 , 1 3, 1 5-21 and 23 are allowable over the prior art of record. 
Claims 5-8, 12, 14, 22 and 24 would be allowable if amended or rewritten to overcome 
the rejection under 35 U.S.C. 1 12 set forth in this Office action. 



The following is a statement of reasons for the indication of allowable subject 
matter: the use of a heat transfer fluid having a composition and a boiling and melting 
point as specified in claim 1 to control temperature during a process for manufacturing 
temperature-sensitive polymers is not disclosed nor fairly suggested in any prior art 
document(s) located or identified by the examiner as of the date of this Office action. 



Any inquiry concerning this communication should be directed to Examiner F. M. 

Teskin whose telephone number is (571 ) 272-1 1 1 6. The examiner can normally be 

reached on Monday through Thursday from 7:00 AM - 4:30 PM, and can also be 

reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571 ) 272-1 114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ^ 
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